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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-22 is/are pending in the application. 
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6) D Claim(s) 1-12 is/are rejected. 

Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 10/14/2005 is/are: a)S accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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3. E3 Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Election Acknowledged 

1 . Applicants election of claims 1-12 with traverse is noted. However, the argument 
that the newly amended claims now constitute a contribution over the prior art, and thus 
satisfy the conditions for unity of invention, are unpersuasive. As stated in the previous 
action, and below in this action, it is the position of the examiner that the teachings of 
Nikitina et al anticipate the limitations of claim 1 , even with the newly added material. 
Therefore, the requirement for restriction is held and made FINAL. The claims 1-12 will 
be examined on merits. 

Status of Application 

2. The claims 1-22 are pending and presented for the examination. Claims 6 and 7 
are canceled. Claims 1-12 have been elected with traverse. Claims 13-22 are withdrawn 
from consideration on merits. 

Priority 

3. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. FR- 
03/04820. 

Information Disclosure Statement (IDS) 

4. The information disclosure statements (IDS) were submitted on 10/14/2005, 
01/17/2006, and 05/18/2007. The submissions are in compliance with the provisions of 
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37 CFR 1.97. Accordingly, the information disclosure statements are being considered 
by the examiner. Please refer to applicant's copy of the 1449 herewith. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claim uses an older European standard to claim 
a limitation in grain size of the crystals. This is improper because standards such as 
FEPA 42-GB-1984 can be changed and thus do not unambiguously define the metes 
and bounds of a claim. Additionally, standards are regularly updated, making older 
standards such as that of claim 1 out-of-date and difficult to reference. Such is the case 
in instant application. A proper way of defining the grit size of the crystals would be 
through grain size given in microns, as is done in claims 10-12. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1-5, 8-9, and 12 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nikitina et al (US 4906255). 
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Claims 1-5 and 8 are drawn to a composition of fused ceramic grains having a 
high alumina content and having magnesia as the second main component. The 
claims also recite minimum silica and other impurity contents, as well as a 
maximum grit number. 

Nikitina et al is drawn to an abrasive material comprising corundum crystals 
surrounded by an additive that can be spinel (see Abstract). An example is taught 
wherein corundum crystals are surrounded by spinel in the amount of 8-10 wt% spinel 
(see page 5, Table 1, composition 10). Using the chemical formulas AI2O3 for corundum 
and MgOAI 2 0 3 for spinel, this is equivalent to 2.27-2.8&wt% MgO, with the balance 
being Al 2 0 3 . This range of compositions anticipates the compositions of claims 1-5. No 
minimum silica content is taught by Nikitina et al. However, neither is the inclusion of 
silica or any other component besides alumina and magnesia taught. It was known in 
the art at the time the invention was filed that keeping silica and other impurities to a 
minimum is beneficial to abrasives. This is stated by applicant (see Specification, page 
4, lines 20-26). Therefore, one of ordinary skill in the art would have known to keep 
impurities to a minimum, and the lack of explicit impurities limits in Nikitina et al does not 
preclude anticipation. 

The grain size limitation of claim 1 is drawn to an older European standard that is 
not available to the examiner. However, the FEPA website has been used to obtain 
what is thought to be an equivalent grit size according to a more current standard. This 
grit size is P50, from the "FEPA-standard 43-1:2006: Grains of fused aluminum oxide, 
silicon carbide and other abrasive materials for coated abrasives". The grit size P50 is 
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equivalent to a mean grain size of 336 |im. The grain sizes of the corundum and spinel 
composition taught by Nikitina et al are given as 240-300 |im (see page 5, Table 1, 
composition 10). Since this clearly falls below the grit size that is thought to be 
equivalent to that claimed by applicant, this limitation is anticipated by Nikitina et al. 

Claim 9 further limits claim 1 by stating that the grains are corundum crystals 

surrounded by nonstoichiometric MgO-A^Oa spinel phase. 

As discussed above, Nikitina et al teaches that that crystals are corundum 
crystals surrounded by spinel phase. However, Nikitina et al is silent to the 
stoichiometry or nonstoichiometry of the spinel phase. However, it is the position of the 
examiner that the spinel in the material taught by Nikitina et al would inherently be at 
least partially nonstoichiometric, because the stoichiometry or nonstoichiometry of the 
spinel phase is a function of the processing conditions of the MgO and Al 2 0 3 raw 
materials. Nikitina et al teaches substantially the same processing steps as instant 
application. Therefore, it would be expected that the resulting structure, and thus 
nonstoichiometry, would be the same. Nikitina et al teaches that the material is 
produced by arc melting corundum with the addition of MgO (see column 4, lines 28- 
34). The instant application claims the method of arc melting a composition containing 
corundum and MgO. These are equivalent processes, and thus the spinel phase 
produced would be equivalent, in oxide composition and in stoichiometry. Therefore, the 
further limitation of claim 9 is met, and the claim is anticipated by Nikitina et al. 
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Claim 12 further limits claim 9 by stating that 100% of the corundum crystals 
have a size greater than 5 jam. 

Nikitina et al teaches that the corundum crystals are from 5-350 jam in size (see 
Abstract). Additionally, the corundum crystal sizes of the material given in Table 1, 
composition 10 (discussed above) is from 240-300 jim. Both of these teachings indicate 
that 100% of the crystals would have a size above 5 urn. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claims 10-11 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Nikitina et al (US 4906255). 

Claim 10 further limits claim 9 by stating that the mean size of the corundum 
crystals is 18-20 jim. 
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Claim 11 further limits claim 9 by stating that 90% of the corundum crystals have 
a size between 9 j^m and 27 |im. 

As discussed above, Nikitina et al teaches an example whose compositions 
anticipate those of the instant application. The crystal sizes given with the example are 
higher than those of claims 10 and 1 1 . However, Nikitina et al also teaches a broad 
range of corundum crystal sizes from 5 to 350 jum (see Abstract). It would have been 
obvious to one of ordinary skill in the art, through ordinary experimentation and 
optimization, to arrive at a material with the composition taught in the example and the 
smaller crystal sizes taught elsewhere in the document. 

Conclusion 

12. No claim is allowed. 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Noah S. Wiese whose telephone number is 571 -270- 
3596. The examiner can normally be reached on Monday-Friday, 7:30am-5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on 571-272-0579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Noah Wiese \ 



October 24 tn , 2007 
AU4116 
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